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To: Lalita Greer Page: 1/15

From: CMG Worldwide,Inc.
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To: Lalita Greer
Company: Trademark Trial & Appeal Board

Fax number: 15712734274

From: Larry Molnar
Tel: (317) 570-5040
E-mail: larry@cmgworldwide.com

NOTICE: This facsimile and all of the following pages are intended only for the use of the individual or
entity to which it is addressed and may contain information that is privileged, confidential and exempt
from disclosure under applicable law. If the reader of this message is not the intended recipient, or
the employee or agent responsible for delivering the message to the intended recipient, you are
hereby notified that any dissemination, distribution or copying of this communication is strictly
prohibited. If you have received this communication in error, please notify us immediately by e-mail
sarah@cmaworldwide.com or telephone (317) 570-5000 and return the original message. THANK

YOU
Subject: Notice of Opposition against trademark registration app. no. 78/364,580 for "| (heart) SB"

mark

Dear Mrs. Greer,
| appreciated our telephone discussions earlier today concerning the above-referenced Notice of

Opposition.

Per your request, enclosed please find a copy of this Notice of Opposition package. | have also
included the Track and Confirm notice from the United States Postal Service website.

If you have any questions, please do not hesitate to contact me.
Thank you again for your communications and assistance.
Respectfully,

Lawrence V. Molnar, Esq.
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Date: 6/22/2005 2:48:51 PM

To: Lalita Greer Page: 2/15

¢ From: CMG Worldwide, Inc.

Attorney for Opposer
Ph: (317) 570-5040
Email; larry@cmgworldwide.com
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; s From: CMG Worldwide,lnc. To: Lalita Greer Page: 3/15 Date: 6/22/2005 2:48:52 PM

CMG WORLDWIDE Lawrence V., Mosnar
Lega! Counse!

Representing the World's Greatest Legends

April 18, 2005 EV55L250L91LUS

Box TTAB FEE
Commussioner for Trademarks

P.O. Box 1451
Alexandria. Virginia 223 13-1451

RE: Notice of Opposition against trademark registration application no. 78/364.580 tfor an
«{ ¥ $B* mark in International Class 35

Dear SirsMadam:

Enclosed please tind the following pursuant to the above-referenced Nouce of Opoosinon:

The original and three (3) copies of a Nouce ol Opposiiion agamnst rademark reqisiration

15

application no. 78/364,380 for an [ ¥ SB” mark :n Internationai Class 12:
Check na. 18794 in the amount of three nundred Joilars t$300Y cepresennng Nouee of
Opposition fiiing tees:

s A postcard o be returmed to CMIG upon your recuipt a1 *his response package.

It vou have any quesuons. please do not hesicale 1o contacy me at 3171 37N-30=20.

Sincerelv, }
; ’/l L )
i 'iui.v-*-’v\ ' ﬁ L}l L

Lawrence V. Moinar. Esq.
Agtorne for Opooser

Enciosures
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www. CMGW ondwide.com
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' : From. CMG Worldwide,Inc. To: Lalita Greer Page: 4115 Date: 6/22/2005 2:48:52 PM

}AlE CMG WORLDWIDE 40 (34
DATE [ INVOICENO. | COMMENT AMOUNT : DISCOUNT : NET AMOUNT
4.‘27/260 l 04127105 ! { Love SB TM opposition filing fees ‘ 300.060 300.00
1 : \ .
| | | ! s
! | i ; |
1 I , ~
| | i ;
| | | - : |
i ! ‘ | |
| ! ‘ !
TOTAL ? 300.001

Q4/27/05 U.S. Patent & Trademark Office

Sataquard umous LCITIUOIIM 2R AR

SEE HEVEASE SIDE FOR COMPLETE SECURITY FEATUAES

ORIGINAL DOCUMENT IS PRINTEQ O6 CHFLMCAL. BEACTIVE PARER WITH PHCRNPRINTED BOROER -
S 2OC CRoS3POINT BoulLvaro “ORUM CREDIT UNION 4 8 7 9 4

L .
INDIANAPOL.G. INDIakA L8256 JSA HDIANAPCLIS, INCIANA 46250
PHONE. 217 270 50CG 26T AN
20-74 K
FAR 317.57C. 5500 0372740

CMGWEPLDWIDE . 2OM

CMG WORI DWIDE

PaY *THREE HUNDRED AND XX/100 US DOLLARS ****

CHECK AMOUNT
o S $300.007
ORDER oF  U.S. Patent & Trademark Office” - ' 1

SOLB 5L 120 7LIBEB0LIE BODTLG? o
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' From: CMG Worldwids,Inc. To: Lalita Greer Page: 5115 Date: 6/22/2005 2:48:52 PM

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter ot trademark application Serial No. 78364580

For the mark I+ SB
Published in the Otficial Gazerte on March 1. 2005

NEW YORK STATE DEPARTMENT OF ECONOMIC DEVELOPMENT

Opposer

Y.

[LOVE SANTA BARBARA, [NC.

Applicant

NOTICE OF QPPOSITION

Opposer. New York State Department of Economic Development (“NYSDED™). t/k/a the
New York State Department of Commerce, a2 New York state agency organized and existing
under the laws of New Yeork. having an address at 30 South Pear! Street. 6th Floor. Albany. New
York 12245, believes that it will be damaged by registration of the mark [ ¥ SB in the name of |
Love Santa Barbara. Inc. (" Applicant™). published i the Otficial Gazette on March 1. 2005.
Opposer has applied for an extension of time to oppose up 1 and including April 30. 2005. and
hercby opposes such application.

As grounds lor this Opposition. NYSDED relies upon the rights developed by it and
related entities and aileges on knowledge as to itself and otherwise upon informution and beliet.
as foltows:

1. NYSDED. directly and through its predecessors. has cngaged in a program to promote

trave] and tourism in the state of New York at least as early as 1977,
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. From: CMG Worldwide,Inc. To: Lalita Greer Page: 6/15 Date: 6/22/2005 2:48:52 PM

2. Since 1977. NYSDED. directly and through its predecessors. licensees, and marketing
partners, has been cominuously engaged in the sale and disiribuion ol a wide spectrum of goods
and services under the mark ¥ NY. including, but not limited to. advertising and licensing in
commerce related to New York State travel and tounsm.

3. The I NY mark has become svnonymous with the state of New York and its various
and diverse attractions. commercial markets. entertainment venues. and its inviting atmosphere: a
recent article on Newsweek's Periscope website stated that 1 Love New York™ is one ot the two
most famous tounism slogans.’

4. For many years. and long prior to Applicant’s liling of its application. Opposer has
used the mark 1 ¥ NY. and variations thereof. in interstate commerce throughout the United
States in connection with a variety of goods and servtces. including goods and services in the
printed & paper products. apparel. jewelry. toys. advertising. and multimedia categories. By
reason thereot, and by reason of the long. continuous. and extensive use of the mark [*NY.and
variguans thereof. in connection with Opposer’'s business activities. (pposer now enjoys vatuable
goodwiil in its sard marks and an enviable reputarion for said goods and services sold and offered
lor sale under said marks.

5. Prior to Applicant’s filing ot its application. Opposer obtained, inter alia. the
tollowing registrations (heremnatter the "L ¥ NY registrations.” =1 ® NY marks.” ar “Opposer s
marks™):

Trademark Reuistration Nuniber Goods or Services
T S
NY 1795587 Goods made from non-precious

metals- ~boxes. bells. and kevehaing

" See Ron DePasguale. “Tourism: o Slogans Sel?™ availnble via Newsweek Periscope on MSNBC.com
website {visited August 31. 2004) <htmp: msnbe.msn.cormidiST81999. site: newsweek>. “¥irginia is for
Luvers.” represents the other most famous slogan.

(%)
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' From: CMG Worldwide,Inc. To: Lalita Greer Page: 7115 Date: 6/22/2005 2:48:53 PM

NY 1704940 address books, cookbooks, travel
books. and date books; stationery;
address labels; calendars; greeting
cards: note cards; note pads; wriling
paper; dcsk-top diaries; photo
albums; gift wrapping paper; posters;
folios; playing cards; personal
organizers; desk-top organizers;
stationcry organizers, letter openers;
pens; general purpose plastic bags;
paper weights: bookends:
bookmarks; and paper bags

NY 1803333 textile wueles: aamely. wall hangings

NY 1805354 niteshirts. sleepwear. caps

NY 1355836 T-shirts, gloves. hats. jackets.

sportshirts, sweaters, scarves,
sweatshirts, and shoes

iz

1%
NY 1694568 embroidery and thimbles

T

1825861 tov banks

N-Y- 1801667 ashirays, not of precious metal

[#X)
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From: CMG Worldwide,Inc.

T4P
NY

1725473

I\
NY

1701751

NY 2431705

ONY 2769939
NY 2788008

TONEWYORK 2923672

To: Lalita Greer

Page: 8/15 Date: 6/22/2005 2:48:53 PM

jewelry and chronometric
instruments: namety watches and
clocks

travelling bags, wote bags, drawstring
pouches. all purpose sports bags.
cosmeltic bags

raveling bags, tote bags, drawstring
pouches. all purpose sports bags,
cosmetic bags sold empty. umbrellas.
parasols, and walking sticks

promoting the economic
development of New York State

promoting the state of New York as
a tounist attraction and enhancing its
economic development

promoting the cconomic
development of New York State

promoting the economic
development of New York State

proinoling the economic
development of New York State

promoting the economic
development of New York Suate

6. The I ¥ NY registrations are prima facic evidence of the validity of the registered

marks and Opposer's exclusive right 16 use the 1 ® NY marks in commerce in conpection with the

goods and services described in those registrations, without condition or Himatation. and constitute

constructive notice ot Opposer’s ownership of the | ¥ NY marks for the goods and services
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, : From: CMG Worldwide,Inc. To: Lalita Greer Page: 9/15 Date: 6/22/2005 2:48:53 PM

described in those registrations, as provided for by Sections 7(b). 22. and 33(a) of the Lanham
Act.

7. Opposer has expended substantial amounts of time and effort in advertising and
promoting its goods and services under the | ¥ NY marks. As a result of such advertising and
promotional activities. the I ® NY marks have become famous. the relevant public has come to
associate and wdentify | ¥ NY with Opposec and Opposer derives substannal goodwill from such

identitication by consumers.

8. On February 9, 2004, Applicam filed a trademark registration application for the mark
[ ¥ 5B tor use in connection with “[pjromoting Santa Barbara, California as a place to live and

visit and the cconomic development thereol™ in Intemational Class 33,

COUNT I LIKELIHOOD OF CONFUSION

9. Opposer hereby incorparates by reference the allegations in Paragraphs 1 through 3
hereof as if fullv set torth herein.

10. Applicant’s mark [ ¥ SB. as set forth in the application opposed herein. 1s
substannially similar in sight. sound. connotation and commercial impression to Opposer's [ ¥ NY
marks.

11. Due to the high degree of inherent distinctiveness, the duration and exient of use. the
duratton and extent of advertising and publicity. the gcographical extent of the trading area. and
the degree ol recogninon. Opposer’s [ ¥ NY marks ace “famous™ pursuant to Section 43i¢) of the
Lanham Act.

I2. Because Opposer’s [ ¥ NY marks are famous and because Opposer currently uses the
[ NY marks in connection with a variety of goods and services. the ureater the likelihood that
the public will believe that the same or sutnlar mark found on a wide range ol gouds or services

are aftiliated or associated with, connccted 10 or sponsored by Opposer.

n
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From: CMG Worldwide,Inc. To: Lalita Greer Page: 10/15 Date: 6/22/2005 2:48:54 PM

13, Accordingly, Applicant’s mark is likely to cause confusion, mistake. or to deceive
the public into helieviny that Applicant’s goods are somchow affiliated with or associated with.
connected to or sponsored by Opposer. in violation of Section 2(d) of the Lanham Act.

i4. If Applicant is permitted to register or use the mark herein cpposed, there would be
likely confusion as to the sponsorship of the goods. resulting in damage and injury to Opposer by
reason of the similanity between Applicant’s mark and Opposer’s marks. Persons farmhar with
Opposer’s 1 # NY marks will be likely to purchase Applicant’s goods. believing them to be
affiliated or associated with. connected to or sponsored by Opposer. Likewisc. persons exposed
to Applicant’s I ¥ 8B mark who subsequently become acquainied with Opposer’s 1 % NY marks
are likely to conclude that the goods and services offered by Qpposer under i1s marks are in some
manner affiliated or associated with. connected to or sponsored by Applicant. Any such
confusion as to attiliation. association, connection. or sponsorship nevitably would result in
damage and mjury to Opposer,

13, Opposer will be damaged by registration of the mark shown in the application
opposed herein because such registration will support and assist Applicant in the confusing and
misleading use of Applicant’s mark. and will give color of rights 10 Applicant in violation of

Opposer’s prior and superior statutory and common law nghts in the [  NY marks,

COUNT I LIKELIHOOD OF DILUTION

16. Opposcr hereby incorporates by reference the allegations of Paragraphs | through 13
hereot as if fully set forth herein.

17. Pursuant to Section 43(c) of the Lanham Act. Opposer’s [ ¥ NY marks are famous.
Opposer's 1 ¥ NY marks became famous prior to the date that Appficant can first lay claim to any
rights in the {1 ¥ SB mark.

18. The registration and use of Applicant’s | ¥ SB mark will likely dilute the distincuve

quality of Opposcr’s famous | ¥ NY marks.

O
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. * From: CMG Worldwide, Inc. To: Lalita Greer Page: 11/15 Date: 6/22/2005 2:48:54 PM

19. Opposer will be damaged by registration of the mark shown in the application
opposed herein because such registration will support and assist Applicant in the diluting use of
Applicant’s mark, and will give color of rights 10 Applicant in violation of Oppaser’s prior and
superior statatory and comnon law rights in the 1 ¥ NY marks.

WHEREFQRE. Opposer prays that this Oppesition be sustamed and that the application

for registration of the mark [ ¥ SB be in all respects refused and denied.

Respectfully submitted.

’ ]

e “// ’% (_J/IL/
Lawrence V. Molnar

CMG Worldwide. Inc.

10300 Crosspoint Blvd.

Indianapolis. (N 46230
Attomney for Opposer

Dated: Indianapolis. IN
Aprl 2% 2005

ress Mail $uder 37 CFR 110

e N, ! L
Express Mat mushing labe! ssueniber, Evgilbasit v"v'k
Date vi Reposit: 1‘-(\\;\\ P2 T T

{ hereby ceruty that this paper or sex 1s beg deposied wih the Fmined Siaies Postai Sers icv “hapress Masd Fost Offes i Wdreessee”
service under 37 CLF RO ED on by dase ragieaied shude and ss addressed wole © omnmssioner (o Teademseics. P Boy (437

Alesundea, Voging 22312145) . ,
T

Cawrenee A Mobr

¢ o MG Woridwade, Tne
L300 Crosspomt Boulevard
Indianapolis. lndiana 16250

~1!
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) ¢ From: CMG Worldwide,Inc. To: Lalita Greer Page: 12/15 Date: 6/22/2005 2:48:54 PM

From: unknown Page:. 212 Date: 4/28/2005 2:04:47 ©M

POWER OF ATTORNEY

Petitioner hereby appoints: Lawrence V. Molnar, Esq., 10500 Crosspoint
Boulevard, Indianapotis, Indiana 46256, member of the bar of the Stare of Indiana, to

prosecute this opposition and 1o transact all business in che Patent and Trademark Office
in connection therewith,

;
Date: 41/1&‘(‘/ 2 &

+ 240
New York Stdte Deparmment of

Economic Devetopment
Serial no. 78/364580

This fax was received by TMG Worowide Tax Server. Scr more infermation asity REE. vy cmgwaridwide som
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From: CMG Worldwide,Inc.

To the Assistant Commissioner
for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

To: Lalita Greer

Page: 13/15 Date: 6/22/2005 2:48:54 PM

Atty.
Dkt. no.
Date: -7z o0

Please confirm receipt of the documents checked below by applyling
your date stamp (and serial no.): "I® SB" trademark opposition

A trademark application, including the signed app. with drawing

and 5 specimens, and a check,

_____A response/amendment
__~Cert. of Express Mail
_____Sec. 8 affidavit (and)
_~  Notice of Opposition
____ Answer

Othr+ fAacArihal.
G RT  R R
Date

rec'd
04-28-2005

1.5. Patent & TMOfc/TM Mail Rept Dt. #77

_____Reqg. for Ext. of Time

____ Petn. to Commissioner

_____Sec. 15 affidavit
Petn. for Cancellation

Notice of Appeal

Serial
number

Wednesday, June 22, 2005.max
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Assistant Commissioner for

Trademarks
P.0. Box 1451 : . B SO L '
Alexandria, VA 22313-145% :::.‘w-mmtﬂ.~—f—j

Lawrence V. Molnar, Esq.
CMG Worldwide, Inc.
10500 Crosspoint Blvd.
Indianapolis, IN 45256

Wednesday, June 22, 2005.max
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USPS - Track & Confimm Page 1 of |

s NITED STATES
B POSTAL SERVICE.

Track & Confirm

Current Status Track & Confirm
Enter labst number:
You entered EV55 6250681U § [

Your item was delivered at 10:11 am on April 29, 2005 in ALEXANDRIA,
VA 22314 to TRADEMARK 1451. The item was signed for by D

BARFIELD,
Shipment Detaits > Track & Confirm FAQs

Notification Options

» Track & Confirm by email ~ What is this?  ©7>

* Request Proof of Delivery  Whatis this? &7

POSTAL INSPECTORS site map contact us government services
Preserving the Trust Copyright & 1999.2002 USPS. All Rights Rescrved. Terms of Use Privacy Policy
‘ http://rkenfrm] .smi.usps.com/neldata-cgi/dewww/chd_243.d2w/ou|put 4/29/2005
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